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Examiner's Detailed Office Action 

1 . This Office Action is responsive to communication, filed on June 19 th , 2006. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted to disclose 37 C.F.R. 1 .56 all 
pertinent information and material pertaining to the patentability of applicant's claimed 
invention, on June 19 th , 2006 has been considered by the examiner. 

Objection to Amendment 

3. The submitted claims filed on October 24 th , 2007, which ignored the amended limitations 
as indicated in the amended claims in the preliminary amendment filed on June 19th, 2006; 
further failing to provide any indication for any amended limitations, which has been given 
objections herein. 

The examiner has ignored the claims filed on October 24 th , 2007, considering them to be 
non-intentionally amended. 

Drawings 

4. The drawing filed on October 24 th , 2007 has been accepted by the examiner. 
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Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. The invention as disclosed in claim(s) 1 - 13 are rejected under 35 U.S.C. § 101 as being 
non-statutory subject matter, see In re Comiskey, Case No. 2006-1286, at 8, 16-21, (Fed. Cir., 
September 20, 2007). "Only if the requirements of § 101 are satisfied is the inventor allowed to 
pass through to the other requirements for patentability, such as novelty under § 102 and, non- 
obviousness under § 103." "Moreover, . . . when an abstract concept has no claimed practical 
application, it is not patentable." 

Regarding Claim(s) 1-13, there is no practical output from the platforms. For example, 
"identical software functions" and "one or more software functions" are implemented in either 
"control platform" or "product platform", which fail to include the function of the software for 
use on the product, have been treated as software only; there is no practical output to the real 
world to control or the like. 

Claims 1 and 13 claim for a system for performing a workpiece production process and 
inspection process, however, there is no corresponding output (command/display etc.) for 
performing a workpiece production process and inspection process. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



6. Claim(s) 1-13 is/are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dennis H. Locke et al. (U.S. Patent No. 4,974,165, and referred to as Locke hereinafter) in view 
of Lothar F. Bieg et al. (U.S. Patent No. 6,519,860, and referred to as Bieg hereinafter). 

Regarding claim(s) 1, 10 and 13 

Locke teaches, 

■ A workpiece inspection system comprising a machine tool which has a controller operable to 
perform a workpiece producing process and a workpiece inspection process, [a real-time 
machining control system is provided which includes a conventional computer numerical 
control and a dimensional measurement system which continually measures the actual 
diameter of the rotating workpiece and provides an error signal representing the difference 
between the actual diameter of the workpiece and that of the part program. The error signal is 
used to directly control the movement of the cutting tool to assure the final dimentions of the 



workpiece, Abstract] 
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■ the inspection process including a method for synchronising varying data relating to 
measurements of the workpiece from a measurement device with varying data relating to 
machine position from the machine tool, [continually measures the actual diameter of the 
rotating workpiece and provides an error signal representing the difference between the 
actual diameter of the workpiece and that of the part program. The error signal is used to 
directly control the movement of the cutting tool to assure the final dimentions of the 
workpiece, Abstract] comprising in any suitable order the steps of: 

■ mounting the measurement device on the machine tool; [fig. 3] 

■ changing the position of the workpiece relative to the measurement device; [rotating 
workpiece, Abstract] 

■ causing measurements of the workpiece to be taken by the measurement device; [provides an 
error signal representing the difference between the actual diameter of the workpiece and that 
of the part program. The error signal is used to directly control the movement of the cutting 
tool to assure the final dimentions of the workpiece, Abstract] 

■ issuing synchronisation signals defining a plurality of instants; [feeding data defining a 
desired profile and dimensions of the workpiece to a computer, producing from the computer 
a succession of digital signals defining a succession of required cutting tool positions to 
machine the workpiece to that profile and dimension , continually determining an actual 
dimension or parameter of the rotating workpiece and deriving an error signal representing 
the difference between said actual dimension or parameter of the workpiece and that of the 
part program , and feeding the error signal to means for controlling the movement of the 
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cutting tool to assure that the final actual machined profile and dimensions of the workpiece 

conform to the desired part program, col. 2, line 55 - col. 3, line 4] 

The examiner further explains, "issuing synchronization signals defining instants" 
can be a program in a computer system initiating the function of the controlled 
components. 

■ recording a first set of the varying data relating to the position of the machine at least at some 
of the instants; [deriving an error signal representing the difference between said actual 
dimension or parameter of the workpiece and that of the part program, col. 2, line 55 - col. 3, 
line 4] and 

■ recording a second set of the varying data from the measurement device relating to 
measurements of the workpiece at least at some of the instants, [continually determining an 
actual dimension or parameter of the rotating workpiece, col. 2, line 55 - col. 3, line 4] 

The examiner further explains, "relating", covers all related data, including the 
"error" signal is also related with "position of the machine". The examiner 
consider this invention is specifically to discuss "position of the machine", not 
"related", thus, the examiner cites another reference as indicated below to 
continue the prosecution. 

Regarding claim 13, "first part", "second part" related limitations can be found in 
Locke reference fig 1,3 and 4. 
Locke does not teach recording the position of the machine. 

Bieg teaches measures the true position of the milling head . . . compares the true (real) 
measured position with the desired, and creates a position error signal . . ., col. 20, line 62 - col. 
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21, line 17; fig. 23], for the purpose of providing independent, real-time position feedback 
control of a movable machine member [col. 20, line 62 - col. 21, line 17]. 

It would have been obvious to a person of ordinary skill in the art at the time of 
applicant's invention to modify the teaching of Locke to include "recording the position of the 
machine", for the purpose of providing independent, real-time position feedback control of a 
movable machine member, col. 20 [line 62 - col. 21, line 17]. 

Regarding claim (s) 2, Locke teaches, 

■ the synchronisation signal issues from the controller, [feeding data defining a desired profile 
and dimensions of the workpiece to a computer, producing from the computer a succession 
of digital signals defining a succession of required cutting tool positions to machine the 
workpiece to that profile and dimension , continually determining an actual dimension or 
parameter of the rotating workpiece and deriving an error signal representing the difference 
between said actual dimension or parameter of the workpiece and that of the part program , 
and feeding the error signal to means for controlling the movement of the cutting tool to 
assure that the final actual machined profile and dimensions of the workpiece conform to the 
desired part program, col. 2, line 55 - col. 3, line 4] 

Regarding claim(s) 3, Locke teaches, 

■ the synchronisation signal is used to identify the real time at which at least some of the 
members of the first and second sets of data from the machine tool and measurement device 
were recorded in order that the position data and the measurement data can be combined with 
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a related real time, [real-time machining and on-machine inspection system, col. 1, lines 11- 
15; deriving an error signal representing the difference between said actual dimension or 
parameter of the workpiece and that of the part program , and feeding the error signal to 
means for controlling the movement of the cutting tool to assure that the final actual 
machined profile and dimensions of the workpiece conform to the desired part program, col. 
2, line 55 - col. 3, line 4] 

Regarding claim(s) 4, Locke teaches, 
■ the measurement device is monitored at intervals which are more frequent than the 

occurrences of the said intervals and only selected data is recorded to the second set and/or 
the data is manipulated prior to its recording, [real-time, [real-time machining and on- 
machine inspection system, col. 1, lines 11-15; deriving an error signal representing the 
difference between said actual dimension or parameter of the workpiece and that of the part 
program , and feeding the error signal to means for controlling the movement of the cutting 
tool to assure that the final actual machined profile and dimensions of the workpiece conform 
to the desired part program, col. 2, line 55 - col. 3, line 4] 

The examiner considers "is monitored" to be "is monitoring", since the 
measurement device is used to monitor, not to be monitored; further, "selected 
data" can be the real-time monitored data. 



Regarding claim(s) 5, Locke teaches, 
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■ software for combining the data of the first and second sets and, when combined, for 
influencing the workpiece producing process performed at the controller of the machine tool, 
[deriving an error signal representing the difference between said actual dimension or 
parameter of the workpiece and that of the part program, . . . continually determining an 
actual dimension or parameter of the rotating workpiece . . . feeding the error signal to means 
for controlling the movement of the cutting tool to assure that the final actual machined 
profile and dimensions of the workpiece conform to the desired part program, col. 2, line 55 
- col. 3, line 4] 

The examiner explains, "combining" can be simply generating the error signal. 

Regarding claim(s) 6, Locke teaches, 

■ an interface circuit which accepts the synchronisation signal and the varying data from the 
measurement device, [fig. 2] 

Regarding claim(s) 7, Locke teaches, 

■ a stop signal path from the measurement device to the machine controller and the machine 
controller stops the machine if a stop signal is received by the machine controller, [shut down 
the machine, col. 1, lines 57 - 59] 

Regarding claim(s) 8, 
Bieg teaches, 
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■ the measurement device is a contact type dimensional measurement probe and the varying 
data relates to changes in the deflection of a workpiece contact stylus connected to the probe 
[ACMM's probe tip can be physically attached to a movable machine member (e.g. a 
machine tool holder, or end effector of a robotic arm) to provide independent, real-time 
measurement of the member's position in one, two, or three-dimensional Cartesian space, col. 
7, lines 16 - 21], for the purpose of providing independent, real-time position feedback 
control of a movable machine member, col. 20 [line 62 - col. 21, line 17]. 

Regarding claim(s) 9, 

■ the first set of data is corrected to at least reduce positional errors of the machine tool, prior 
to combination with the second set. [deriving an error signal representing the difference 
between said actual dimension or parameter of the workpiece and that of the part program, . . . 
continually determining an actual dimension or parameter of the rotating workpiece . . . 
feeding the error signal to means for controlling the movement of the cutting tool to assure 
that the final actual machined profile and dimensions of the workpiece conform to the desired 
part program, col. 2, line 55 - col. 3, line 4] 

Regarding claim(s) 11, 

■ the controller issues a further signal which enables the recording of the second set. [to 
continually measure the workpiece diameter in real-time and provide dimensional feedback 
to keep the workpiece diameter within tolerances, col. 2, lines 17-20] 
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Regarding claim(s) 12, 

Software for controlling a workpiece inspection system according to the steps claimed in claim 
1. [part program, col. 2, lines 12 - 20] 
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U.S. Patent & Trademark Office 



/Albert DeCady/ 

Supervisory Patent Examiner, Art Unit 2121 

September 29, 2008 



Application/Control Number: 10/583,353 
Art Unit: 2121 



